IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DEL A WARE 



MARTEK BIOSCIENCES CORP. 



PJainlJff, 



v. 



Ch'il Action No. 03-#S><> 



NUTRINOVA INC and 

NUTRINOVA NUlRTnON SPECIALITIES 

and FOOD INGREDIENTS GmbH, 



Jury Trial Demanded 



Defendants* 



ANSWER TO COMPLAINT AND COUNTERCLAIMS 
BY NUTRINOVA INC AND NUTRINOVA NUTRITION 
S PECIALTIES AND FOOD INGREDIENTS GMBH 



Defendants l^utrhiova Inc. and Nutrinova Nutrition Specialties and Food Ingredients 
GmbH (collectjveiy ^Nutrijiova 1 ^ beieby Answer the Complaint of Plaintiff Martek Biosciences 
Corp. ("Manek") as bitews: 

1. Nutrirova accepts Martek's representations of Paragraph I, and admits the 
allegation- 

2. Nutrir ova admhs tbe allegations in Paragraph 2. 

3. Nutrijova admits the allegations in Paragraph 3 except thnt the Defendants' 
proper business addniss is at Intfustricparic Hoechsl. 

4. Nutriiova has insufficient information to admit or deny die allegations in 
Paragraph 4, 

3. Nutrijova has insufficient information to admit or deny the allegations in 
Paragraph 5. 

- RCVD AT \QQm 003 4:IMl P* pUitem Diylfgftt Ttoi»] • fiVRJiYBAfiF/1 'ONWH' DURATIOU <mn>«»):CKKW 



6. Nutrinova denies the allegations in Paragraph 6, because the tsrm "affiliated" is 
not defined. 

7. Nutrirova admits that Martek alleges patent infringement i.i this asrjon and 
admits jurisdiction, bit otherwise denies Paragraph 7. 

8. Nutrinova admits that Martek alleges patent infringement in this action and 
admits jurisdiction, b jt otherwise denies Paragraph S. 

9. Nutrirova Inc. admits thai it is incorporated in Delaware and admit9 personal 
jurisdiction, hut othe/ wise denies Paragraph 9. 

10. Nutrirova Nutrition Specialties and Food Ingredients GmbH admits this Court 
has personal jurisdiction over Nutrinova Nutrition Specialties and Food Ingredients GmbH, but 
otherwise denies Pan graph ] 0. 

1 1 . Nutrir ova admits Paragraph 1 1 . 

12. Nutrir.ova admits the allegations of Paragraph 12 of the Complaint, except 
Nutrinova denies thai the patent was duly and legally issued. 

13. Nutrirova admits the allegations of Paragraph 13 of the Complaint, except 
Nutrinova denies that the patent was duly and legally issued. 

14. Nutrirova accepis Martek's representations of Paragraph H, and admits the 
allegation. 

15. Nurrirova incorporates herein by reference its responses to paiagraphs 1 through 
1 4 of the Complaint, as if set forth fiiUy herein. 

16. Nutrir.ova admits that Nutrinova has properly and legally made, imported into 
this country, offered to sell and sold omcga-3 farty acids under the name DHActive™, and 
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intends to continue (c do 30. Nutrinova denies each and every other allegation of Paragraph 16 
of the Complaint. 

1 7. Nutrin jva denies each and every allegation of Paragraph 1 7 of t be Complaint 
] 8. Nwrin Dva denies each and every allegation of Paragraph J 8 of the Complaint 
1 9- Nutrin :>va denies each and every allegation of Paragraph 1 9 of the Complaint 

20. Nutrir, 3va denies each and every allegation of Paragraph 20 of the Complaint, 

Affirmative Defends 

21. Nutrir ava does not infringe any claim of U.S. Patent No. 6,451,567 ("the '567 
patent")* 

22. Nutrir ova does not infringe any claim of U.S. Patent No. 6,607,900 ("toe *900 
paient"). 

23. The cl rims of the '567 paient are invalid for failure to comply \vith, inter alia, the 
provisions of 35 U.S.Z. §§ 502, 103 and 1 12- 

24. The cj aims of the '900 patent are invalid for failure to comply with, inter alia, the 
provisions of 35 U.S.C. §§ 102, 103 and 1 12. 

25. The r 567 paient is invalid based on abuse of the patent laws and the Patent Office 
rules and regulation ., Martek submitted a plurality of continuations and suppressed and/or 
overlooked putative nventions that were allegedly disclosed, and failed to claim such putative 
inventions for many ^ears. Martek thereby obtained inequitable benefit of the patent system and 
such action by Martet renders the '567 paient and other resultant patents invalid on this hasis_ 

26. ; The \*67 patent is unenforceable, because of the applicants' inequitable conduct 
in the prosecution oJ the patent. In particular, Martek prepared, filed and prosecuted a paient 
application, Serial Number 07/580,778 filed on September 1 1 , 1990, which issued as the Martek 



PAOE4/11 • RCVD AT 1W24V20O3 4:17:31 PM [Eastern BayKght Time] m 8VR3IYBA8f /I *DH»:1 - C3HK302W42W DURATION $Rm-c*):O3-30 



'567 patent. That application was prepared, filed end prosecuted with material false data. The 
'applicants knew thai the application contained false data, but nevertheless filed, continued to 
prosecute, and convinced the Patent Office ro issue the *567 patent based on rach material false 
data. Such misconduct constitutes inequitable conduct, and renders the "67 patent and all 
affiliated patents une iiforceable. 

27. Defendants reserve the rigbl to assen additional defenses as mzy be warranted by 
future discovery or investigation in this action. 

28. Defeniiants Nutrinova Inc. and Nutrinova Nutrition Specialties and Food 
Ingredients GmbH (collectively "Nutrinova"), hereby plead the following Cointerclaims against 
Martck Biosciences Corp. ("Martek"), and request relief as follows: 

Th? Partly 

29. Nutrir ova incorporates by reference Paragraphs J, 2, 3, 7 and ti of the Complaint 
and the above Answer, as if fully set forth herein. 

30. Countitfdaim Plaintiff Nutrinova Inc. is identified in Pajagraph 2 of the 
Defendants' Respons 3 to the Complaint, set forth above, which is incorporated by reference. 

31. Counterclaim Plaintiff Nutrinova Nutrition Specialties and Food Ingredients 
GmbH is identified in Paragraph 3 pf the Defendants* Response to the CcunpTaint, set forth 
above, which is incorporated by reference. 

32. Counterclaim Defendant Martek Biosciences Corp. is identified in Paragraph 1 of 
the Complaint, which allegation is incorporated by reference. 
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Jprisdictfon and Venue 

33. These Counterclaims arise under the Patent Laws of the United States, 35 U.S.C. 
§§ 100 et seq. This Court has jurisdiction under 28 U.S.C §§ 1331 and 12.38, and under the 
Declaratory Judgmen: Act, 28 U.S.C §§ 2201(a) and 2202. 

34. Venue is proper in this Court under 28 U.S.C §§ 1391 and 1400(b), as set forth in 
Maitek's Complaint. 

Facts 

35. Nutrinova has developed and has marketed and soldy and is continuing to market 
a product identified as DHActive 11 *. 

36. DHAc tive™ is a food product comprising omega-3 fany acids. 

J7. DHActive™ is made by a process using particular Ulksnia microorganisms. In 
Nutrinova *s media composition, all sodium salts are sodium chloride. In adilition, Nutrinova's 
process involves a or.e sxage process and is not conducted in two or more stages. Nutrinova uses 
an initial glucose chtrge of more than J 00 grams/liter and no additional gluccse is added during 
the process. The fin: J biomass density obtained in Nutrinova 's process is substantially less than 
\ 00 grams/liter. The aforesaid process is hereafter referred lo as the "Nutrino\ a Process." 

38. Nutrinova has marketed DHActive™ as a food product will tout any specified 
application. Nutrinova also markets DHActive™ as an additive or suppiement for certain 
applications. 

39. Defendant Martek claims io be the owner and, on information and belief; is the 
owner of the '900 patent and the '567 patent, which Manek has asserted in the Complaint 
Martek filed in this at,lion. 
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40. Defendant Mariek has filed a paient infringe/neat action against Nutiinova in this 
Cauri asserting that Nutrinova's Process infringes flie '900 patent and the *567 patent. 

43, In addition, Mariek has asserted thai Nutrinova's making, using, offering to sell 
or selling of DHAc ive™ infringes or will inlringe other Marfck patents, and has cited to 
Nutrinova a list of Martek-owned patents that identifies United States Patent Nos. 5,340,742; 
5,518,918; 6,410,281: 6,566,123; 5,130,242; 5,340,594; 5,340,742; 5,688,500; 5,908,622; 
6,103,225; 5,374,65V 5,550J56; 5,656,319; 5,698,244; 5,985,348; 6,054,K7; 6,177,108; and 
6,568,351, 

42. On ir formation and bdic£ Martck has asserted to third parties, including 
Nutrinova's potenria"; customers, that DHActive™ infringes Martek's patent c aims, and that any 
importation, purchase and/or use of DHAclive™ by anyone in the United States constitutes an 
act of pal ent infringement. 

43. Marten has Jiled suit and made explicit threats which have created a reasonable 
apprehension on Nutinova 7 * part that Defendants ^vill face an infringement siic if tbey continue 
their commercial activities with DHActive™ in the United States. 

44. By vf me of at least the above acts, Hntrinova has a reasonable apprehension of 
being sued by Martek for alleged inftingemeni of Martek's patents in addition to the f 567 and 
'900 patents in suit ♦ 

COUNTERCLAIM COUNT 1 . US. Patent No. 6.451.S67 

45. Kutrirova rncorporaies by reference Paragraphs 28-44 3 above, as if fully set forth 

herein. 

46. Nurrii:ova docs not infringe any claim of the s 567 patent. 
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47. The cl iims of the *567 paten! are in valid for failure to comply wft, inter alia, (he 
provisions of 35 US.;;. §§ 102, 103 and 112. 

•48. The \*:67 patent is unenforceable, because of the applicants' inequitable conduct 
in the prosecutjon oi the patent In particular- Martck prepared, filed and prosecuted a patent 
application, Serial Number 07/580,778 filed on September 11, 1990 ("the 778 application"), 
which is a parent application from which Mandrs '567 patent on its face claims priority, A 
claim for priority fro.n the 778 application is also made in a declaration filed by the inventors in 
connection with the 567 patent The 778 application was prepared, filed ard prosecuted with 
rnateriaj false data. The applicants knew thai the application contained false data^ but 
nevertheless filed, continued to prosecute, and convinced the Patent Office to issue the *567 
patent based on such material false data. Such misconduct constitutes inequitable conduct, and 
renders the '567 patent and all affiliated patents unenforceable. 

CO UNTERCLAIM COUNT II - U.S. Patent JVn. 6.607^ 1 

49. Nutrir-ova incorporates by reference Paragraphs 28-44, above, us if fully set forth 

herein. 

50. Nutrin jva does not infringe any claim of the '900 patent. 

5 1 . The cl aims of the '900 patent are invalid for failure to comply xriih* inter alia, the 
provisions of 35 U.S.C §§ 102, 103 and 132. 

COUNTERCLAIM COUNT III - Non-Uab»itv at to DH Active™ and Nutrinovo Process 

52. Nutrin ava incorporates by reference Paragraphs 28-44. above. ;is if fully set forth 

herein. 

53. The N utrfnova Process for making DHAciive™ does not infringe or fall within 

-7- 

• RCVD At 1WW20KJ 4*7*1 PM £«*J*rn D vyl Igftt TtomJ * SVKrNYBASfTl - PM«:l " DURATION ^ilMt)^0 



the scope of any vaiid and enforceable claim of any issued United States patent owned by 
M&rtek. 

54. The pj odtict DHActive™ including its importation, manufacture use, sale or 
offer for sale, does ni infringe or fall within the scope of any valid and enforceable claim of any 
issued United States patent owned by Martek. 

55. Nutrinova^s previous applications of DHActi ve™ have not infrnged and the 
continuation of such applications or other fbture applications will not infringe or fall within the 
scope of any valid an d enforceable claim of any issued United States patent twned by Martek. 

56. Defen Imis do not infringe and are not liable for infringement, violation or 
abridgement of any valid and enfoiceabte right of Martek, and will not infrir ge or be liable fox 
infringement, violation or abridgement of any valid and enforceable right of Marttk, by 
developing, irnpor&ig, making, having made, licensing, using, offering to sell or selling 
DHActive™. 

RELIEF REQUESTED 
WHEREFORE, Nutrmova prays for judgment and relief against Martek, including the 
following relief: 

(a) Entry of an Order declaring that Defendants do not infringe any valid and 
enforceable claim of ray Martek patent; 

(b) Entry of an Order declaring khat by using the Nurrinova Process or developing, 
making, having made, licensing, using, importing, offering io sell or selmg DHActive™, 
Defendants do not in fringe, violate or abridge any valid or enforceable right of Martek; 

(c) Entiy of an Order declaring that the claims of US. Patent No. 6,451,567 and 
6,607,900 are invalid; 
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(d) Entry of an Order declaring 1kal U.S. Patent No. 6,451,S67 and any affiliated 
patents are unenforceable; 

(e) Entry \)f an Older determining that tfcis is an exceptional case under 35 U*S.C § 

285; 

(f) Award to Defendants of their reasonable attorneys' fees, costs, and expense* in 
this action; 

(g) A preliminary and permanent iqjuncuon enjoining Martek, its officers, agents, 
servants, employees, attorneys and those in active concert or participation with them v/ho receive 
actual notice of the order by personal service or otherwise, from asserting or threatening 
Nutrinova, their products and/or their customers with any claim of infringement of any Martek 
patent; 

(b) Trial! y jury on all issues? so triable; and 

(i) Such < rther and further relief as the Court may deem appropriate. 



Dated: October 24, 2 J03 



Respectfully submitted, 

George Pazuniak (#478) * •? 

Oleh V. Bijynsky (#3604) 

CONNOLLY BOVE LODGE & HUTZLLP 

The Nemours Building 

1 007 North Orange Street 

Wilmington, DE 19801 

Tel: 302 658 9141 

Fax: 302 658 5614 

Attorneys for Dtfendants and Counterclaim 
Plaintiffs 

Nutrinova Jnc. and Nutrinova Nutrition Specialties 
and Food ingredients GmbH 
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CKKIukiCATE OF SERVICE 



1, Oleh V. Bilynsky, hereby certify that on the 24tb day of October, 2003, 1 caused true 

and correct copies of Che foregoing to be served upon the persons indicated bc?ow in the manner 

so indicated: 

Hand Delivery 
Steven J. Balick, Esq. 
John G.Day, Esq. 
ASH8Y & GEDDES 
222 Delaware Avenui; 
Wilmington, DE 1 980 1 

Regular Mail 
Samuel B. Adams, E*q. 
Gidon D. Stem, Esq. 
Rosa L. Blazejewski* Esq. 
PENN1E & EDMONDS LLP 
1 1 55 Avenue of the / jncricas 
New York, NY 10030-2711 
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